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Art Unit: 1793 

DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 23 
August 2007 has been entered. 

Status of the Claims 

Claims 1-14 and 16-28 are pending wherein claims 6, 8, 14, 23-24 and 27-28 are 
withdrawn from consideration and claims 15 and 29-98 are canceled. 

Claim Objections 

Claim 1 is objected to because of the following informalities: the "a" before 
"having" in the recitation "...a having a hematite structure..." should be omitted. 
Appropriate correction is required. 

Claim 18 is objected to because of the following informalities: Claim 18 recites 
hafnium as a rare earth metal. However, hafnium is a transition metal. Appropriate 
correction is required A 
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Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-5, 7, 9-13, 16-22 and 26 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

Claims 1,10 and 1 1 recite the limitations of "comprising at least 0.2 weight 
percent aluminum" and "greater than 0.02 weight percent rare earth metals". However, 
the instant specification does not support the implied upper limits of these ranges. 

Claims 2-5, 7, 9, 12-13, 16-22 and 28 are rejected because they depend from a 
rejected base claim. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-5 and 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
overGrubb (US 6,641,780). 
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In regards to claim 1-5 and 9-10, Grubb (780) discloses a method of making an 
uncoated ferritic stainless steel article that would have an oxidation resistant surface. 
The method of Grubb (780) comprises providing a ferritic stainless steel that would 
have less than about 0.25 weight percent aluminum (col. 8, lines 44-50) (which overlaps 
the at least 0.2 weight percent aluminum of the instant invention); up to 0.1 weight 
percent cerium (col. 7, lines 45-64) (which overlaps the greater than 0.02 weight percent 
rare earth metal of the instant invention); and greater than 25 weight percent chromium 
(col. 5, lines 16-30) (which overlaps 16 to less than 30 weight percent chromium of the 
instant invention). The Examiner notes that the composition disclosed by Grubb (780) 
overlaps the composition of the instant invention, thereby establishing a prima facie 
case of obviousness. MPEP 2144.05 I. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to select the claimed compositions 
from the compositions of Grubb (780) because Grubb (780) discloses the same utility 
(SOFC interconnects) throughout the disclosed ranges. 

Still regarding claims 1, 5, 6 and 9, Grubb (780) also discloses polishing (surface 
modification) strips of the ferritic stainless steel article for metallographic examination 
(col. 10, lines 43-57) and high temperature oxidation testing for 500 hours at 800°C (col. 
18, line 55 - col. 20, line 9). Grubb (780) does not specify the hematite structure that 
would be formed. However, it would be expected that with the same composition and a 
substantially similar process, the hematite structure and the hematite lattice parameters 
formed by Grubb (780) would be the same as that of the instant invention. MPEP 
2112.01 I. 
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Still regarding claim 3, the Examiner notes that the recitation "when heated in an 
oxidizing atmosphere at a temperature in the range of 750-850°C." would not be an 
active step in the process as claimed and is therefore considered merely an intended 
use of the method. MPEP 21 1 1 .02 II. 

Still regarding claims 4 and 9, the Examiner notes that the recitation "when 
heated in an oxidizing atmosphere for at least 100 hours at a temperature in the range 
of 750-850°C." would not be an active step in the process as claimed and is therefore 
considered merely an intended use of the method. MPEP 21 1 1 .02 II. 

Claims 7, 11-13, 16-19, 21 and 25-26 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Grubb (US 6,641 ,780) in view of Gamble (US 2,692,853) 
and/or Faust (US 2,338,321). 

In regards to claims 7 and 11-12, Grubb (780) discloses polishing strips of ferritic 
stainless steel as shown above, but Grubb (780) does not specify wherein the strips 
would be electrochemically polished. 

Gamble ('853) discloses a method of electrochemically polishing ferritic stainless 
steel in an electrolyte to achieve a bright mirror-like polished surface (Examples 1-3). 
Faust ('321 ) discloses polishing ferritic steel to achieve a high luster or mirror-like finish 
unmarred and having improved corrosion resistance (pg. 2, col. 2, lines 1-7 and pg. 3, 
col. 1, lines 16-24). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
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time the invention was made to modify the method of making a ferritic stainless steel 
article, as disclosed by Grubb (780), by electropolishing a ferritic steel article, as 
disclosed by Gamble ('853) or Faust ('321), in order to obtain a bright mirror-like 
polished surface, as disclosed by Gamble ('853) (Examples 1-3) and/or to obtain 
improved corrosion resistance, as disclosed by Faust ('321) (pg. 2, col. 2, lines 1-7 and 
pg. 3, col. 1, lines 16-24). 

In regards to claims 13, 16-19 and 25, Grubb (780) discloses a method of 
making a ferritic stainless steel article that would have an oxidation resistant surface. 
The method of Grubb (780) comprises providing a ferritic stainless steel that would 
have less than about 0.25 weight percent aluminum (col. 8, lines 44-50) (which overlaps 
the at least 0.2 weight percent aluminum of the instant invention) ; up to 0.1 weight 
percent cerium (col. 7, lines 45-64) (which overlaps the greater than 0.02 weight percent 
rare earth metal of the instant invention); and greater than 25 weight percent chromium 
(col. 5, lines 16-30) (which overlaps 16 to less than 30 weight percent chromium of the 
instant invention). The Examiner notes that the composition disclosed by Grubb (780) 
overlaps the composition of the instant invention, thereby establishing a prima facie 
case of obviousness. See MPEP 2144.05 I. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to select the claimed 
compositions from the compositions of Grubb (780) because Grubb (780) discloses the 
same utility (solid oxide fuel cell interconnects) throughout the disclosed ranges. 

Still regarding claim 13, Grubb (780) also discloses polishing (surface 
modification) strips of the ferritic stainless steel article for metallographic examination 
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(col. 10, lines 43-57) and high temperature oxidation testing for 500 hours at 800°C (col. 
18, line 55 - col. 20, line 9). Grubb (780) does not specify the hematite structure that 
would be formed. However, it would be expected that with the same composition and a 
process substantially the same as the instant invention, the hematite structure and the 
hematite lattice parameters formed by Grubb (780) would be the same as that of the 
instant invention. See MPEP 2112.01 I. 

Still regarding claim 13, Grubb (780) discloses polishing strips of ferritic 
stainless steel as shown above, but Grubb (780) does not specify wherein the strips 
would be electrochemically polished. 

Gamble ('853) discloses a method of electrochemically polishing ferritic stainless 
steel in an electrolyte to achieve a bright mirror-like polished surface (Examples 1-3). 
Faust ('321 ) discloses polishing ferritic steel to achieve a high luster or mirror-like finish 
unmarred and having improved corrosion resistance (pg. 2, col. 2, lines 1-7 and pg. 3, 
col. 1, lines 16-24). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the method of making a ferritic stainless steel 
article, as disclosed by Grubb (780), by electropolishing a ferritic stainless steel article, 
as disclosed by Gamble ('853) and/or Faust ('321), in order to obtain a bright mirror-like 
polished surface, as disclosed by Gamble ('853) (Examples 1-3) and/or to obtain 
improved corrosion resistance, as disclosed by Faust ('321) (pg. 2, col. 2, lines 1-7 and 
pg. 3, col. 1, lines 16-24). 

Still regarding claim 25, the electropolishing of Gamble ('853) and/or Faust ('321) 
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would require a bath containing a solution and passing a current between the ferritic 
stainless steel article and the cathode would remove material from the surface, thereby 
reducing the surface roughness of the surface. 

In regards to claim 21 , Grubb (780) discloses that silicon would preferably be 
less than about 0.5 weight percent (col. 8, lines 33-43). 

In regards to claim 26, the electropolishing of Gamble ('853) and/or Faust ('321) 
would improve the resistance of the surface to oxidation when subjected to a 
temperature and an atmosphere characteristic of operating conditions with a solid oxide 
fuel cell because Grubb (780) in view of Gamble ('853) and/or Faust ('321) discloses 
substantially the same composition and same processing as that of the instant 
invention. 

Still regarding claim 26, the Examiner notes that the recitation "when subjected to 
a temperature and an atmosphere characteristic of operating conditions within a solid 
oxide fuel cell." would not be an active step in the process as claimed and is therefore 
considered merely an intended use of the method. MPEP 21 1 1 .02 II. 

Claims 1-5 and 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
overTakehiro (JP 10-280103). 

In regards to claim 1 , Takehiro (JP '1 03) discloses a method of making an 
uncoated ferritic stainless steel article that would have an oxidation resistant surface. 
The method of Takehiro (JP '103) comprises providing a ferritic stainless steel that 
would have less than or equal to 1 weight percent aluminum (which overlaps the at least 
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0.2 weight percent aluminum of the instant invention), 15 to 30 weight percent 
chromium (which overlaps 16 to less than 30 weight percent chromium of the instant 
invention), and less than or equal to 0.5 weight percent yttrium (which overlaps the 
greater than 0.02 weight percent rare earth metal of the instant invention) (abstract) 
(claim 4). The Examiner notes that the composition disclosed by Takehiro (JP '103) 
overlaps the composition of the instant invention, thereby establishing a prima facie 
case of obviousness. See MPEP 2144.05 I. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to select the claimed 
compositions from the compositions of Takehiro (JP '103) because Takehiro (JP '103) 
discloses the same utility (fuel cell components) throughout the disclosed ranges. 

Still regarding claim 1 and in regards to claim 2, Takehiro (JP '103) does not 
specify the hematite structure that would be formed. However, Takehiro (JP '103) does 
disclose peeling off the surface of oxide scale (surface modification) [0020]. Therefore, it 
would be expected that with the same composition and a process substantially the 
same as claimed in the instant invention, the hematite structure and the hematite lattice 
parameters formed by Takehiro (JP '103) would be the same as that of the instant 
invention. MPEP 2112.01 I. 

In regards to claims 3-5 and 9, Takehiro (JP '103) discloses a substantially 
similar composition and a surface modification (peeling off a surface) as claimed in the 
instant invention. Therefore, it would be expected that the composition disclosed by 
Takehiro (JP '103) would be capable of developing an oxide scale when heated in an 
oxidizing atmosphere in the range of 750-850°C and that an oxide scale characterized 
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by lattice parameters a 0 in the range of 4.95 to 5.04 A and c 0 in the range of 13.57 to 
13.75 A would be formed. MPEP 2112.01 I. 

Still regarding claims 3, the Examiner notes that the recitation "when heated in an 
oxidizing atmosphere at a temperature in the range of 750-850°C." would not be an 
active step in the process as claimed and is therefore considered an intended use of the 
method. MPEP 21 1 1 .02 II. 

Still regarding claims 4 and 9, the Examiner notes that the recitation "when 
heated in an oxidizing atmosphere for at least 100 hours at a temperature in the range 
of 750-850°C." would not be an active step in the process as claimed and is therefore 
considered merely an intended use of the method. MPEP 21 1 1 .02 II. 

Claims 7, 11-13, 16-22 and 25-26 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Takehiro (JP 10-280103) in view of Gamble (US 2,692,853) 
and/or Faust (US 2,338,321). 

In regards to claims 7, 11-13, 16 and 25, Takehiro (JP '103) discloses a 
method of making an uncoated ferritic stainless steel article that would have an 
oxidation resistant surface. The method of Takehiro (JP '103) comprises providing a 
ferritic stainless steel that would have less than or equal to 1 weight percent aluminum 
(which overlaps the at least 0.2 weight percent aluminum of the instant invention), 15 to 
30 weight percent chromium (which overlaps 16 to less than 30 weight percent 
chromium of the instant invention), and less than or equal to 0.5 weight percent yttrium 
(which overlaps the greater than 0.02 weight percent rare earth metal of the instant 
invention) (abstract) [0009-0010]. The Examiner notes that the composition disclosed by 
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Takehiro (JP '103) overlaps the composition of the instant invention, thereby 
establishing a prima facie case of obviousness. MPEP 2144.05 I. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to select 
the claimed compositions from the compositions of Takehiro (JP '103) because 
Takehiro (JP '103) discloses the same utility (fuel cell components) throughout the 
disclosed ranges. 

Still regarding claims 11-12, Takehiro (JP '1 03) further discloses generating an 
oxide layer by heat-treating for 100 hours at 1000°C and forming exfoliations of the 
oxidation scale [0024]. However, Takehiro (JP '103) do not specify electrochemically 
modifying the surface to remove the scale. 

Gamble ('853) discloses a method of electrochemically polishing ferritic stainless 
steel in an electrolyte to achieve a bright mirror-like polished surface (Examples 1-3). 
Faust ('321 ) discloses polishing ferritic steel to achieve a high luster or mirror-like finish 
unmarred and having improved corrosion resistance (pg. 2, col. 2, lines 1-7 and pg. 3, 
col. 1, lines 16-24). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the method of making a ferritic stainless steel 
article, as disclosed by Takehiro (JP '103), by electropolishing a ferritic stainless steel 
article, as disclosed by Gamble ('853) and/or Faust ('321), in order to obtain a bright 
mirror-like polished surface, as disclosed by Gamble ('853) (Examples 1-3) and/or to 
obtain improved corrosion resistance, as disclosed by Faust ('321) (pg. 2, col. 2, lines 1- 
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7 and pg. 3, col. 1, lines 16-24). 

Still regarding claim 13, Takehiro (JP '103) in view of Gamble ('853) and/or Faust 
('321) discloses a substantially similar composition processed in a manner substanitally 
similar to that of the instant invention. Therefore, it would be expected that the 
composition disclosed by Takehiro (JP '103) in view of Gamble ('853) and/or Faust 
('321) would be capable of developing an oxide scale when heated in an oxidizing 
atmosphere in the range of 750-850°C and that an oxide scale characterized by lattice 
parameters a 0 in the range of 4.95 to 5.04 A and c 0 in the range of 13.57 to 13.75 A 
would be formed. MPEP 21 12.01 I. 

Still regarding claim 25, the Examiner asserts that the electropolishing of Gamble 
('853) and/or Faust ('321) would require a cathode and passing a current between the 
ferritic stainless steel article and the cathode would remove material from the surface, 
thereby reducing the surface roughness of the surface. 

In regards to claims 17-19, Takehiro (JP '103) discloses that the ferritic stainless 
would have less than or equal to 0.5 weight percent yttrium (which overlaps the greater 
than 0.02 up to 1 .0 weight percent rare earth metal limitation) (abstract). 

In regards to claim 20-21 , Takehiro (JP '1 03) discloses that the ferritic stainless 
would have 15 to 30 weight percent chromium (which overlaps the 18 up to 22 weight 
percent chromium of the instant invention), less than or equal to 1 weight percent 
aluminum (which overlaps 0.4 to 0.8 weight percent aluminum of the instant invention), 
less than or equal to 0.5 weight percent yttrium (which overlaps the 0.02 to 0.2 weight 
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percent rare earth metal of the instant invention), and less than or equal to 1 weight 
percent titanium (which overlaps the up to 0.5 weight percent titanium) (abstract). 

In regards to claim 22, Takehiro (JP '103) discloses that the ferritic stainless 
would have 15 to 30 weight percent chromium (which overlaps the about 22 weight 
percent chromium of the instant invention), less than or equal to 1 weight percent 
aluminum (which overlaps the about 0.6 weight percent aluminum of the instant 
invention), less than or equal to 0.2 weight percent rare earth elements, which includes 
cerium and lanthanum (which overlaps the up to 0.10 weight percent cerium and 
lanthanum composition of the instant invention), and less than or equal to 1 weight 
percent titanium (which overlaps the up to 0.5 weight percent titanium) (abstract). 

In regards to claim 26, the electropolishing of Gamble ('853) and/or Faust ('321) 
would improve the resistance of the surface to oxidation when subjected to a 
temperature and an atmosphere characteristic of operating conditions with a solid oxide 
fuel cell because Grubb (780) in view of Gamble ('853) and/or Faust ('321) discloses 
substantially the same composition and same processing as that of the instant 
invention. 

Still regarding claim 26, the Examiner notes that the recitation "when subjected to 
a temperature and an atmosphere characteristic of operating conditions within a solid 
oxide fuel cell." would not be an active step in the process as claimed and is therefore 
considered merely an intended use of the method. MPEP 21 1 1 .02 II. 

Claims 1-5 and 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Shimizu et al. (US 5,228,932). 
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In regards to claim 1 , Shimizu et al. ('932) disclose a method for making a ferritic 
stainless steel alloy having an oxidation resistant surface (abstract, col. 8, lines 64-66, 
and col. 9, lines 9-1 5). Shimizu et al. ('932) further disclose that the steel alloy would 
comprise 10 to 28 weight percent chromium, 1 to 10 weight percent aluminum, and 0.01 
to 0.20 weight percent lanthanum (rare earth metal). Shimizu et al. ('932) further 
disclose hot rolling the steel at a temperature in the range of 500-1 300°C with a 
reduction of 50% or more (modifying to remove material) (col. 5, lines 26-35) and cold 
rolling the steel at a temperature in the range of 800-1 200°C (col. 5, line 66 - col. 6, line 
3). 

Still regarding claim 1 , the Examiner notes that the composition disclosed by 
Shimizu et al. ('932) overlaps the composition of the instant invention, which is prima 
facie evidence of obviousness. MPEP 2144.05 I. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to select the claimed amounts 
of chromium, aluminum, and rare earth metal for a ferritic stainless steel alloy from the 
amounts of chromium, aluminum, and rare earth metal (lanthanum) disclosed by 
Shimizu et al. ('932) because Shimizu et al. ('932) disclose the same utility throughout 
the disclosed ranges. 

With respect to the limitation "so that, when subjected to an oxidizing atmosphere 
at high temperature, the modified surface develops an electrically conductive, 
aluminum-rich oxidation resistant oxide scale comprising chromium and iron and a 
having a hematite structure differing from Fe 2 0 3 , alpha Cr 2 0 3 , and alpha Al 2 0 3 ." of 
claim 1, because Shimizu et al. ('932) disclose modifying the surface of an overlapping 
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composition, this occurrence would be expected. MPEP 21 12.01 I. Furthermore, this 
recitation does not positively recite the step of forming the oxide scale on the surface. 

In regards to claims 2 and 5, Shimizu et al. ('932) disclose modifying the surface 
of an overlapping composition, therefore lattice parameters a 0 and c 0 of the oxide scale 
different from a 0 and c 0 of Fe 2 0 3 , alpha Cr 2 0 3 , and alpha Al 2 0 3 and lattice 
parameters a 0 in the range of 4.95 to 5.04 A and c o in the range of 13.58 to 13.75 A 
would be expected. MPEP 2112.01. 

Still regarding claims 3, the Examiner notes that the recitation "when heated in an 
oxidizing atmosphere at a temperature in the range of 750-850°C." would not be an 
active step in the process as claimed and is therefore considered an intended use of the 
method. MPEP 2111.02 II. 

Still regarding claims 4 and 9, the Examiner notes that the recitation "when 
heated in an oxidizing atmosphere for at least 100 hours at a temperature in the range 
of 750-850°C." would not be an active step in the process as claimed and is therefore 
considered merely an intended use of the method. MPEP 21 1 1 .02 II. 

Claims 7, 11-13, 16-19 and 25-26 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Shimizu et al. (US 5,228,932) in view of Gamble (US 
2,692,853) and/or Faust (US 2,338,321). 

In regards to claims 7, 11-13, 16-19 and 25, Shimizu et al. ('932) disclose a 
method for making a ferritic stainless steel alloy having an oxidation resistant surface 
(abstract, col. 8, lines 64-66, and col. 9, lines 9-15). Shimizu et al. ('932) further disclose 
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that the steel alloy would comprise 10 to 28 weight percent chromium, 1 to 10 weight 
percent aluminum, and 0.01 to 0.20 weight percent lanthanum (rare earth metal). 
Shimizu et al. ('932) further disclose hot rolling the steel at a temperature in the range of 
500-1 300°C with a reduction of 50% or more (modifying to remove material) (col. 5, 
lines 26-35) and cold rolling the steel at a temperature in the range of 800-1 200°C (col. 
5, line 66 -col. 6, line 3). 

Gamble ('853) discloses a method of electrochemically polishing ferritic stainless 
steel in an electrolyte to achieve a bright mirror-like polished surface (Examples 1-3). 
Faust ('321 ) discloses polishing ferritic steel to achieve a high luster or mirror-like finish 
unmarred and having improved corrosion resistance (pg. 2, col. 2, lines 1-7 and pg. 3, 
col. 1, lines 16-24). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the method of making a ferritic stainless steel 
article, as disclosed by Shimizu et al. ('932), by electropolishing a ferritic stainless steel 
article, as disclosed by Gamble ('853) and/or Faust ('321), in order to obtain a bright 
mirror-like polished surface, as disclosed by Gamble ('853) (Examples 1-3) and/or to 
obtain improved corrosion resistance, as disclosed by Faust ('321) (pg. 2, col. 2, lines 1- 
7 and pg. 3, col. 1, lines 16-24). 

Still regarding claim 1 1 , the Examiner notes that the composition disclosed by 
Shimizu et al. ('932) overlaps the composition of the instant invention, which is prima 
facie evidence of obviousness. MPEP 2144.05 I. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to select the claimed amounts 
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of chromium, aluminum, and rare earth metal for a ferritic stainless steel alloy from the 
amounts of chromium, aluminum, and rare earth metal (lanthanum) disclosed by 
Shimizu et al. ('932) because Shimizu et al. ('932) disclose the same utility throughout 
the disclosed ranges. 

Still regarding claim 13, Shimizu et al. ('932) discloses a substantially similar 
composition as that of the instant invention. Therefore, it would be expected that the 
composition disclosed by Shimizu et al. ('932) would be capable of developing an oxide 
scale when heated in an oxidizing atmosphere in the range of 750-850°C and that an 
oxide scale characterized by lattice parameters a 0 in the range of 4.95 to 5.04 A and c 0 
in the range of 13.57 to 13.75 A would be formed. MPEP 2112.01 I. 

Still regarding claim 25, the Examiner asserts that the electropolishing of Gamble 
('853) and/or Faust ('321) would require a cathode and passing a current between the 
ferritic stainless steel article and the cathode would remove material from the surface, 
thereby reducing the surface roughness of the surface. 

In regards to claim 21 , Shimizu et al. ('932) disclose 1 weight percent or less 
manganese, 0.5 weight percent or less silicon, 0.02 weight percent or less nitrogen0.05 
weight percent or less carbon, 0.05 weight percent or less titanium, which overlap the 
ranges of the instant invention. With respect to the phrase "up to", the Examiner asserts 
that these elements would not be required because "up to" would include 0 weight 
percent. Shimizu et al. ('932) do not necessitate the addition of nickel, therefore Shimizu 
et al. ('932) meet the claim limitation of "up to 3 nickel". 

In regards to claim 26, the electropolishing of Gamble ('853) and/or Faust ('321) 
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would improve the resistance of the surface to oxidation when subjected to a 
temperature and an atmosphere characteristic of operating conditions with a solid oxide 
fuel cell because Grubb (780) in view of Gamble ('853) and/or Faust ('321) discloses 
substantially the same composition and same processing as that of the instant 
invention. 

Still regarding claim 26, the Examiner notes that the recitation "when subjected to 
a temperature and an atmosphere characteristic of operating conditions within a solid 
oxide fuel cell." would not be an active step in the process as claimed and is therefore 
considered merely an intended use of the method. MPEP 21 1 1 .02 II. 

Prior Art 

The prior art made of record and not relied upon that is considered pertinent to 
applicant's disclosure. Ralph et al. "Materials for lower temperature solid oxide fuel 
cells". 

Response to Arguments 

Applicant's arguments filed 23 August 2007 have been fully considered but they 
are not persuasive. 

First, the Applicant primarily argues that Grubb (780) is only available as prior art 
under 35 U.S.C. 102(e) and is therefore disqualified as prior art under 35 U.S.C. 103(a). 
In response, the Examiner notes that the Applicant has failed to submit a statement of 
common ownership showing that the instant invention and the reference to Grubb (780) 
were commonly owned at the time the instant invention was filed. 
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Second, the Applicant primarily argues that the Examiner has not established a 
prima facie case and that the Examiner has failed to identify the reason why a person of 
ordinary skill in the art would have combined the prior art elements in the manner as 
claimed. In response, the Examiner has set forth the reasoning in the rejections listed 
above. 

Third, the Applicant primarily argues that the Examiner does not give a rational 
basis for why it would have been beneficial to have electropolished steel as it relates to 
the improved performance of SOFC's. In response, it is known in the art that ferritic 
stainless steels would be used in the manufacture of SOFC's. It is also known that 
corrosion would occur on SOFC's (Ralph et al. "Materials for lower temperature solid 
oxide fuel cells"). Therefore, one skilled in the art would look for a means of improving 
the corrosion resistance of such steel alloys used for SOFC's. Gamble ('853) discloses 
a method of electrochemically polishing ferritic stainless steel in an electrolyte to 
achieve a bright mirror-like polished surface (Examples 1-3). Faust ('321) discloses 
polishing ferritic steel to achieve a high luster or mirror-like finish unmarred and having 
improved corrosion resistance (pg. 2, col. 2, lines 1-7 and pg. 3, col. 1, lines 16-24). 

Fourth, the Applicant primarily argues that the Examiner's prima facie case is 
clearly rebutted by secondary considerations because the improvement obtained are 
wholly unexpected and significant. In response, the prior art reference to Faust ('321) 
(pg. 1, col. 1, lines 5-25, pg. 2, col. 2, lines 1-7 and pg. 3, col. 1, lines 16-24) teaches 
improved corrosion (oxidation) resistance can be achieved by electropolishing in 
comparison with regular mechanical polishing. Therefore, such an improvement would 
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not have been wholly unexpected as argued by the Applicant. 

Response to Declaration 

The Declaration under 37 CFR 1 .132 filed 23 August 2007 is insufficient to 
overcome the rejection of claim 7, 11-13, 16-19 and 25-26 because: 

First. Gamble ('853) discloses a method of electrochemically polishing ferritic 
stainless steel in an electrolyte to achieve a bright mirror-like polished surface 
(Examples 1-3). Faust ('321 ) discloses polishing ferritic steel to achieve a high luster or 
mirror-like finish unmarred and having improved corrosion (oxidation) resistance in 
comparison with regular polishing (pg. 1, col. 1, lines 5-25, pg. 2, col. 2, lines 1-7 and 
pg. 3, col. 1, lines 16-24). 

Second, Mr. Brady declares that he is not aware of any previous findings of 
electropolishing enhancing high temperature oxidation resistance. In response, the 
Examiner notes that the recitation "when subjected to a temperature and an atmosphere 
characteristic of operating conditions within a solid oxide fuel cell." and variations 
thereof would not be an active step in the process as claimed and is therefore 
considered merely an intended use of the method. MPEP 21 1 1 .02 II. 

Third, Mr. Brady declares that prior to September 3, 2003, metallurgists would 
have predicted that ferritic stainless surfaces that were electropolished would exhibit no 
beneficial oxidation-related effects and would likely reduce the level of oxidation 
resistance. In response, Gamble ('853) discloses a method of electrochemically 
polishing ferritic stainless steel in an electrolyte to achieve a bright mirror-like polished 
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surface (Examples 1-3). Faust ('321) discloses polishing ferritic steel to achieve a high 
luster or mirror-like finish unmarred and having improved corrosion (oxidation) 
resistance in comparison with regular polishing (pg. 1, col. 1, lines 5-25, pg. 2, col. 2, 
lines 1-7 and pg. 3, col. 1, lines 16-24). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jessee Roe whose telephone number is (571) 272- 
5938. The examiner can normally be reached on Monday-Friday 7:30 AM - 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Roy V. King can be reached on (571) 272-1244. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



JR 
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